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1. Applicant's election of claims 11-23 in the reply filed on 
28 April 2006 is acknowledged. Because Applicant did not 
distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an 
election without traverse. MPEP § 818.03(a). Claims 1-4 are 
withdrawn from further consideration. 

2. Claim 16 of the instant application recites '^wherein a 
front a each section of the middle part is identical to a back 
of each section." This should apparently read "of each section" 
instead. Appropriate correction is suggested. 

3 . The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent iinless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

4. Claims 11-15 and 20-23 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Glover et al . (U.S. Pat. No. 4,744,741) . 

Glover discloses an apparatus for the manufacture of 
composite articles using rotating molds. The molding apparatus 
comprises a front part (13) , a back part (11) , and a middle part 
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(17) disposed between the front and back parts (see Fig. 4) . 
The front part is movable relative to the back part between open 
and closed positions (see cl. 7, 11. 4-7). As shown in Fig. 3 
for example, the middle part is divided into similar independent 
sections each being turnable about a respective axis which is 
perpendicular to the relative movement direction between the 
front and back parts. Also as shown in Fig. 3 and Fig. 4, the 
middle part sections can rotate about 180 degrees. 

Glover further discloses the middle part sections 
surrounded by other apparatus structure, such as plates (16) , 
and thus, the middle parts are inherently thermally insulated. 
Also, as the middle parts retain the molded products during 
rotation, the mold inherently has some hold-down mechanism to 
retain the molded objects (see Fig. 3) . 

Claims 21 and 23 of the instant application recite the 
features of the particular manner and use which the claimed 
molding apparatus is used. More specifically, claim 21 recites 
how the middle part is rotated during parts of the molding 
cycle, and claim 23 defines the molding materials used with the 
mold. It is well settled, however, that the intended use of an 
apparatus is not germane to the issue of patentability of the 
apparatus. In re Casey , 370 F.2d 576, 580, 152 USPQ 235, 238 
(CCPA 1967); In re Otto , 312 F.2d 937, 939, 136 USPQ 458, 459 
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(CCPA 1963); MPEP § 2115. An apparatus must be distinguished 
from the prior art in terms of structure rather than function. 
In re Schreiber , 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 
(Fed. Cir. 1997); MPEP 2114. Still further, a claim containing 
a recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus" if the prior art 
teaches all the structural limitations of the claim. Ex parte 
Masham , 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987); MPEP 2114. 
In this case. Glover discloses an apparatus with all of the 
structural features defined in claims 21 and 23, and thus, 
anticipates the claims regardless of the defined operating 
manner and use in the claims. 

5. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



6. The factual inquiries set forth in Graham v. John Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
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establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2 . Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

7. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Glover. 

Glover discloses the molding apparatus as described above. 
Glover does not show embodiments of the molding apparatus with 
the front and back sections of the middle part to be identical, 
but rather the front and back sections have different shapes for 
molding differing shaped object- Glover notes, however, that 
the apparatus could be modified to make differing shaped 
products (cl. 9, 1. 60 - cl . 10, 1. 7). Thus, it would have 
been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to have modified the molding apparatus 
disclosed by Glover as such to have made the front and back of 
the middle part to be identical (or a mirror image to one 
another) because modification of the shape of the molding parts 
of the apparatus to produce particularly shaped products is 
suggested by Glover. Note further, normally a change in the 
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form or shape of a prior art structure is seen as an obvious 
modification to one of ordinary skill in the art unless it can 
be shown there is a new and unexpected result. In re Dailey , 357 
F.2d 669, 672-73, 149 USPQ 47, 50 (CCPA 1966) . 

8. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Glover in view of Watanabe et al. (U.S. 
Pat. No. 5,196,213) . 

Glover discloses the molding apparatus as described above. 
Glover does not show the middle parts as having an ejector 
mechanism. Watanabe, however, discloses that ball -screw 
mechanism ejector mechanisms are known in the art for the 
purpose of taking molded articles off and out of mold parts (see 
cl. 1, 11. 13-36) . Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of Applicant's 
invention to have modified the apparatus disclosed by Glover as 
such to have the middle part further comprise a ball -screw 
ejector mechanism because such structures are known to allow for 
the discharge of molded articles from the mold parts as 
suggested by Watanabe. 

9. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
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Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Yogendra Gupta, can 
be reached at (571) 272-1316. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (571) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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